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Detailed Action 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogeh 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 
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Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 1,2, 13 and 17 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claim 5 of copending Application 
No. 1 1/717,234. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the '234 application claims every material limitation of the 
instant invention. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claims 1,2, 13 and 17 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 7 and 16 of copending 
Application No. 1 1/717,235. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the '235 application claims every material limitation 
of the instant invention. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claims 1, 2, 13 and 17 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claim 8 of copending Application 
No. 1 1/717,556. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the '556 application claims every material limitation of the 
instant invention. 
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This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claim Rejections - 35 USC § J 03 
The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. § 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. § 103(c) 
and potential 35 U.S.C. § 102(e), (f) or (g) prior art under 35 U.S.C. § 103(a). 

Claims 1-7, 12, 13 and 17-19 are rejected under 35 U.S.C. § 103(a) as obvious over 
Tanzer et al (WO 01/15647 Al) hereinafter "Tanzer"). 

Regarding claims 1 and 13, Tanzer teaches a disposable diaper (10) comprising: 

A chassis including a liquid impervious backsheet (12) and a liquid pervious topsheet 
(14); and 

An absorbent core (42, 58) located between said backsheet (12) and said topsheet (14) 
which includes first and second substrate layers (42) each having absorbent material (58) 
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3deposited thereon, said absorbent material (58) comprising an absorbent polymer material and 
optionally an absorbent fibrous material, said absorbent fibrous material not representing more 
than about 20 % of the weight of absorbent polymer material, wherein said absorbent material 
(58) is immobilized (trapped in pockets (50)) when wet such that said absorbent core (42, 50, 58) 
achieves a wet immobilization (liquid is immobilized in the pockets (50) by the superabsorbent 
(58))(page 6, line 8-page 8, line 2)(see fig. 2, infra). 
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Regarding the second substrate layer, see page 6, lines 8-11. 

Tanzer does not expressly disclose the specific degree of wet immobilization. 

Generally, optimization of ranges of performance test vectors will not support the 
patentability of subject matter encompassed by the prior art unless there is evidence indicating 
such test characteristic is critical. "[W]here the general conditions of a claim are disclosed in the 
prior art, it is not inventive to discover the optimum or workable ranges by routine 
experimentation." In re Alter, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 

A particular parameter must first be recognized as a result-effective variable, i.e., a 
variable which achieves a recognized result, before the determination of the optimum or 
workable ranges of said variable might be characterized as routine experimentation. In re 
Antonie, 559 F.2d 618, 195 USPQ 6 (CCPA 1977). Regarding claims 1 and 13, the benefits of 
immobilizing the inner materials of a diaper when soaked with urine would have been known 
prior to applying a test (e.g., preventing the absorbent materials from bunching up excessively in 
discrete areas of the diaper causing discomfort to a wearer, or aesthetic considerations), making 
these values result-effective variables. One of ordinary skill in the art would have recognized 
that increasing the wet immobilization properties of the absorbent material in a diaper or similar 
article would increase its resistance to moving around between top and back sheets an would 
prevent the absorbent from bunching up uncomfortably. MPEP § 2144.04. 

Regarding claims 2 and 17, Tanzer teaches a thermoplastic material (12, 42), which 
contacts said absorbent polymer material (58)(page 9, line 28-page 10, line 16). 

Regarding claims 3 and 19, Tanzer teaches that the thermoplastic material includes a hot 
melt adhesive (page 11, lines 12-19). 
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Regarding claim 4, Tanzer teaches that said thermoplastic material (12, 42) is fiberized or 
fibrous (page 9, line 3-page 10, line 10, line 2). 

Regarding claims 5 and 18, Tanzer teaches that said thermoplastic material (12, 42) 
substantially immobilizes said absorbent polymers (58)(page 11, lines 12-19). 

Regarding claim 6, Tanzer et al. teaches the absorbent core (12, 42, 50, 58) having a 
distribution of absorbent polymer material wherein the distribution of absorbent polymer 
material is profiled (polymer (58) distribution changes along longitudinal length of sheet 
(12))(see fig. 3, supra). 

Regarding claims 7 and 12, mere changes in size alone are not sufficient to patentably 
distinguish an invention over the prior art. In Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 
USPQ 777 (Fed. Cir. 1984), cert denied, 469 U.S. 830, 225 USPQ 232 (1984), the Federal 
Circuit held that, where the only difference between the prior art and the claims was a recitation 
of relative dimensions of the claimed device and a device having the claimed relative dimensions 
would not perform differently than the prior art device, the claimed device was not patentably 
distinct from the prior art device. MPEP § 2144.04. 

Claims 9 and 16 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Tanzer 
as applied to claims 1-7, 12, 13 and 17-19 above, and further in view of Sauer (US 5,527,300 A). 

Tanzer does not expressly teach a hydrophilic nonwoven substrate. 

Sauer teaches a hydrophilic nonwoven surge management layer (46) disposed over an 
absorbent core (col. 23, lines 31-38). 

At the time of the invention, it would have been obvious to one of ordinary skill in the art 
to substitute or augment the surge management layer of Tanzer with the surge management layer 
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of Sauer in order to provide a layer that is known in the art to be suitable for managing liquid 
surges. 

Response to Arguments 
Applicant's arguments filed 09 May 2007 have been fully considered but they are not 
persuasive. 

Applicants assert that one skilled in the art would not be motivated by Tanzer's teaching 
of integrated layers to develop a diaper comprising a topsheet, a backsheet, and a core 
comprising two substrate layers in order to achieve a wet immobilization of more than about 
50%. This argument is not persuasive because Tanzer expressly discloses a backsheet (12), a 
topsheet (14) and an embodiment where the core (42, 50, 58) comprises two substrate layers 
having superabsorbent disposed between them (page 6, lines 8-11). The absorbent is 
immobilized between in the pockets (50) of the substrate layers (42). Tanzer does not teach the 
specifically claimed degree of immobilization when wet as the instant invention. As discussed 
supra, it would have been obvious to optimize the degree of immobilization of the absorbent core 
of Tanzer. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. I 

i 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Bogart whose telephone number is (571) 272-4933. 

In the event the examiner is not available, the Examiner's supervisor, Tatyana Zalukaeva 
may be reached at phone number (571) 272-1 115. The fax phone number for the organization 
where this application or proceeding is assigned is (571) 273-8300 for formal communications. 
For informal communications, the direct fax to the Examiner is (571) 273-4933. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (571) 272-3700. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
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may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see httpV/pair^direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Michael Bogart 
16 July 2007 



